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DECI S| ON ON APPEAL

This is a decision on appeal fromthe final rejection of
claims 1 and 3 through 24, all of the clains remaining in the

appl i cation.

! Application for patent filed July 29, 1992.
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The invention is directed to nodelling data in an
i nformati on repository, best described by reference to
representative i ndependent claim 1, reproduced as foll ows:

1. A nethod for nodelling data in an information
repository, conprising the steps of:

identifying and defining a plurality of data objects
i ncl udi ng dat a;

formul ating rel ati onshi ps between said data objects;

defini ng physical storage information for each of said
dat a obj ects;

storing said data objects, relationships and physica
storage information as a network including a plurality of
nodes associated with said data objects and said rel ati onshi ps
as connectivities therebetween and;

mai ntai ning a nethod entity for said information
repository including information to inplenent said
rel ati onshi ps in a database.

The exam ner relies on the follow ng references:

Ferrer et al. (Ferrer) 4,479, 196 Cct. 23,
1984
MR Blaha et al., "Relational Database Design Using an

oj ect-Ori ented Met hodol ogy” Communi cations of the ACM pp.
414-428, April 1988.

L.M Burns et al., “A Gaphical Entity-Rel ationship Database
Browser” | EEE Conputer, pp. 694-704, 1988.

J. V. Joseph et al., “Object-Oiented Databases: Design and
| mpl enent ati on” Proceedi ngs of the I EEE, Vol.79, No.1l, pp. 42-
64, 1991.
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Claims 1 and 3 through 23 stand rejected under 35 U. S. C
103. As evidence of obviousness, the exam ner cites Ferrer
and Joseph with regard to clains 1, 3 through 10 and 12
t hrough 22, adding Blaha with regard to claim11l. The
exam ner cites Ferrer and Burns with regard to claim 23.
Cainms 12 through 22 stand further rejected under 35 U. S. C
112, first and second paragraphs.

Reference is made to the briefs and answers for the
respective positions of appellant and the exam ner.

OPI NI ON

At the outset, we make sone observations about the
handl i ng of the prosecution of this case by both appell ant and
the exam ner, as well as presunptions we have nmade in
determi ning the issues and reachi ng our decision herein.

The exact clains on appeal and the nunber thereof is
confusing since there appears to have been 23 clains, with
claim 2 being cancel ed; yet the new principal brief, filed
August 22, 1996 (Paper No. 18) has an appendi x show ng 24
claims with claim2 being canceled. Further, statenents in

the briefs and answers, directed toward the rejections and
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argunments for and against, only indicate that there are,

i ndeed, 23 clains with claim2 being cancel ed. Although
appel | ant presented the clains in the appendi x of the | atest
principal brief as being correct, and the exam ner apparently
acqui esced in that this was a correct copy of the clains on
appeal [note the last |ine of page 3 of the principal answer
of May 31, 1995, which was confirnmed by the exam ner in the
communi cation of Novenber 13, 1996 (Paper No. 20) wherein the
exam ner chose to rely on the original answers and that “[n]o
further cooment” was deened necessary by the examner], the
claims presented for appeal in the appendix to the | atest
principal brief is not correct.

Apparently, an error in this new set of clains presented
by appellant was nmade in including a claim®“5" which was
redundant of what was already recited in claim4 (wth the
addi ti on of depending fromclaim2, a canceled clain) and
then, every claimthereafter was | abeled with a nunber which
was one integer greater than its intended nunber.

Accordingly, in analyzing the clains, and maki ng our deci sion,

we presune that claim5 in the appendix to the | atest
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principal brief should be deleted and that clainms 6 through 24
shoul d be rel abel ed as clains 5 through 23, respectively.

Wth regard to the statenents of rejection, the
exam ner’s presentation of the grounds of rejection is
confusing. Wth regard to the rejections based on prior art,
under 35 U. S. C. 103, the principal answer indicates that
Ferrer and Bl aha are enpl oyed against claim11l, that Ferrer
and Burns is applied against claim23, that Ferrer and Joseph
is applied against clainms 12 through 22 and, in a new ground
of rejection, entered in the principal answer, Ferrer and
Joseph is also applied against clainms 1 through 10 (this
should be clains 1 and 3 through 10 since claim2 has been
cancel ed). This would have been well and good but then, in
the suppl enental answer, the exam ner states other grounds of
rejection based on prior art with Ferrer and Joseph applied
against clains 1 and 3 through 10 and Ferrer, Joseph and Bl aha
appl i ed against claim1l. Further, it is not clear fromthe
suppl enent al answer whet her these are new grounds of rejection
or nere restatenments of grounds previously recited. They woul d
appear to be restatenents but whereas only Ferrer and Bl aha

wer e enpl oyed agai nst claim 11 previously, the exam ner now
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adds Joseph to this conbination in rejecting claim1l. This
woul d appear reasonable and proper since claim1ll depends from
claim1 the rejection of which relies, at least in part, on
Joseph.

Thus, we will presune, in reaching our decision, that the
rejections before us are:

1. Rejection of clains 12 through 22 under the first and
second paragraphs of 35 U S. C. 112.

2. Rejection of clains 1, 3 through 10 and 12 through 22
under 35 U. S.C. 103 over Ferrer and Joseph.

3. Rejection of claim1l under 35 U S.C. 103 over Ferrer,
Joseph and Bl aha.

4. Rejection of claim23 under 35 U . S.C. 103 over Ferrer
and Burns.

Wth these presunptions in mnd, we proceed with our
deci si on.

We turn first to the rejection of clainms 12 through 22
under 35 U. S. C. 112, first and second paragraphs.

Wth regard to the first paragraph of 35 U. S.C. 112, this
rejection is based on the enabl enent cl ause, the exam ner

contending that the claimlimtation of “rule infornmation”

6
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renders the claimnot only unclear because it suggests that
information is capable of “action,” but that there is no
teaching in the specification as to how to acconplish an
action by the rule information. The second paragraph
rejection is based on simlar reasoning, the exan ner
contending that it is unclear what is neant by “to act on
cl asses of objects” because nothing which nay be construed as
an action is specified. [principal answer - page 5].

W will sustain the rejection under both the first and
second paragraphs of 35 U S. C. 112.

In our view, the exam ner has raised a reasonable
chall enge to the sufficiency of disclosure. The recitation of
“rule information to act on classes of said objects” appears
to indicate that there is sone active participation on the
part of the “rule information” which causes classes of objects
to do sonething yet we find no disclosure instructing artisans
on what nust be done or howto do it. |In response to the
rejection, appellant points us to page 14, lines 30 et seq. of
the specification. That part of the specification reads as

foll ows:
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ENTI TI ES 21, such as custoner 60, account nanagenent

61, returned material 62, sales order history 63,

ship 64, product database 65, world wide price |ist

66, and inventory 67, are joined by relationship

connections 68-73 which represent operational or

busi ness rules, to forman operational system

net wor k.

Fromthis disclosure, appellant contends that “rule
information...inplenmented as rel ationships ‘acts’ on classes
of objects to join the objects together to forman operationa
system network” [principal brief - page 5] and concl udes that
the skilled artisan “would be able to use relationships to
join object classes together w thout undue experinentation.”

We agree with the exam ner that appellant’s response does
not relate to the claimlanguage. W fail to see how the
recited portion of the specification relates to “rule
information to act on classes of said objects,” as clained.
Appel | ant speaks of “relationships.” However, “rel ationships”
are already recited on line 3 of claim12 as “rel ationships
i nterconnecting said plurality of objects...” Therefore, it
woul d appear that the later recited “rule information” would
be sonething separate and distinct from*“rel ati onships.”
Therefore, appellant’s argunent that the artisan would be able

to use “relationships” to join object classes would appear to
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be non-responsive and/or inmmterial to whether the artisan
woul d have known how to nmake and use the clained “rule
information to act on classes of said objects.”

In the reply brief, appellant further explains that the
“operational or business rules” recited in the specification
is the clainmed “rule information.” |[If so, this still does not
expl ai n how such rules “act on classes of...objects,” as
cl ai med, nor does it explain howthe skilled artisan is to
i npl enent these rules in such a manner as to practice the
cl aimed inventi on.

The exam ner has established a reasonabl e basis for
chal l enging the sufficiency of the instant disclosure with
regard to the subject nmatter of clains 12 through 22 and, in
our view, appellant has not sufficiently answered that
chal I enge. Accordingly, we will sustain the rejection of
claims 12 through 22 under 35 U.S.C. 112, first paragraph.

W will also sustain the rejection of clainms 12 through
22 under 35 U.S.C. 112, second paragraph, for simlar reasons.
That is, we sinply do not understand what is neant by “rule
information to act on classes of said objects.” [If “rule

information” is represented by rel ati onship connections, as

9
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contended by appellant at page 2 of the reply brief, then it
is not understood how this differs from“rel ati onshi ps

connecting...,” recited previously in the claim Further, it
is unclear what type of action is intended by the rule
information “to act” on classes of objects.

We turn nowto the prior art rejections.

First, with regard to the rejection of clains 12 through
22 under 35 U.S.C. 103, we will summarily reverse this
rejection since a claimwhich is indefinite and not conpletely
under st ood cannot, |ogically, have prior art applied agai nst
it. By making this technical reversal of the prior art based
rejection of clainms 12 through 22, it should not be inplied
that the art relied on by the exam ner woul d not be rel evant

relative to clains of the present scope containing definite

limtations. In re Steele, 305 F.2d 859, 862-863, 134 USPQ

292, 295 (CCPA 1962).

Wth regard to clains 1 and 3 through 10, the exam ner
contends that Ferrer discloses the identification and defining
a plurality of data objects, forrmulating relationshi ps between
the data objects and storing the data objects, relationships
and physical storage information as a network. The exam ner

10
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contends that Ferrer mght not explicitly teach the steps of
defining and storing physical storage information for each of
the data objects but that it was well known in the conputer
arts that such definition and storage of physical storage
i nformati on was always required in order to subsequently
retrieve the stored information.

The exam ner also adnmits that Ferrer did not teach the
claimed step of “maintaining a nethod entity...” but the
exam ner relies on Joseph’s teaching of an entity-relationship
in Figure 4 therein for providing for this deficiency in
Ferrer, contending that the conbi nati on woul d have been
obvi ous because of the benefit to Ferrer gained from providing
this benefit of the “well-known feature of polynorphisni
[ principal answer - pages 8-9].

For his part, appellant contends that Ferrer does not
teach the clained step of storing data objects, relationships

and physical storage information “as a network” [reply brief -

page 5, enphasis in the original]. W disagree. The

i nformati on at the nodes, along with the relationshi ps between
the nodes, represented by arrows, in Ferrer clearly conprise a
“network,” as broadly clainmed. Wen this information is

11
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stored for later retrieval and then retrieved, the nodes and
rel ati onships nust still be the sane as before storage,
containing the sanme information that made it a “network” in
the first place and, as such, Ferrer does, indeed, broadly
di scl ose the storage of data objects, relationships and
physi cal storage information as a network.

Appel I ant further contends [reply brief - bottom of page
5] that Ferrer and Joseph are not properly conbi nabl e since
Ferrer relates to “hypergraphs and hyperedges which are
distinctly different fromobject oriented databases and
obj ect-oriented programm ng | anguages as di scl osed by Joseph.
We disagree with this argunent al so because, as broadly set
forth, the clained subject matter calls for a nethod “for
nodel ling data in an information repository” and does not
appear to be limted to any specific type of system As such,
both Ferrer and Joseph would be in the general area of data
base managenent and we find no reason the artisan woul d not
have been expected to know of each type of system

Fi nal Iy, appellant challenges the exanmi ner’s assertion
that the clainmed naintaining step i s known as “pol ynor phi sni
[reply brief - page 5] and requests the exam ner to provide

12
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evi dence of the truth of the assertion. The exam ner has not
conplied with the request.

The term “pol ynor phi sni is defined by appellant in the
specification [top of page 20] as

the practice of defining the same nanmed nmethod in

di fferent classes and having that nethod execute

possi bly distinct tasks fromone class to the next.

It is not clear to us whether the claimlimtation of
“maintaining a nethod entity...” is neant to be a statenent
relating to such a “pol ynor phism”

In any event, claim1l1 clearly calls for “maintaining a
nmethod entity...” and the exam ner has not identified, to our
satisfaction, anything in the prior art which would have
suggested this limtation. The exam ner sinply points to the
“Entity-relationship” in Figure 4 of Joseph and asserts,
apparently, that this is the suggestion for nodifying Ferrer
to include a step of “maintaining a nethod entity...” \Wile
appel l ant’ s argunents are not inpressive, since they basically
contend that the clainmed steps are not taught by the applied
references without any further detail as to why this is the

case, we still wll not sustain the rejection of clains 1 and

13



Appeal No. 96-1898
Application No. 07/921, 826

3 through 10 under 35 U.S.C. 103 over Ferrer and Joseph
because, in our view, the exam ner has not established a prim
facie case of obviousness with regard to the cl ai med subj ect
matter. The responsibility lies with the examner, in the
first instance, to establish obvi ousness and we are not
convinced, fromthe exam ner’s reasoni ng, that Joseph does,
i ndeed, suggest the clainmed step of “maintaining a nethod
entity...” For us to assune that it does would anount to
specul ati on and specul ati on has no place in a concl usion of
obvi ousness within the neaning of 35 U S.C. 103.

Accordingly, we will not sustain the rejection of clains
1 and 3 through 10 under 35 U. S. C. 103.

We also will not sustain the rejection of claim 11l under
35 U.S.C. 103 because claim 11l depends from i ndependent claim
1 and while the exam ner relies on an additional reference to
Blaha for the imtations added by claim 11, Blaha does not
provi de for the deficiencies of Ferrer and Joseph with regard
to the clained step of “maintaining a nethod entity...”

Turning now to the rejection of claim23 under 35 U S. C

103, this rejection relies on Ferrer and Burns.

14



Appeal No. 96-1898
Application No. 07/921, 826

The issue here is whether Burns teaches a navi gator
connected to the database for enabling browsing anong objects

and rel ati onshi ps independent of the database. The exam ner

contends that such browsing is taught by Burns, although the
exam ner never explains where, in Burns, there is a teaching
of the “independent” limtation. Appellant argues that Burns
nmerely suggests a dat abase dependent browser but never

el uci dates as to why Burns is considered to be a database
dependent browser as opposed to a browser independent of the
dat abase.

We meke no representation, one way or another, as to the
teaching of Burns since we will not sustain the rejection of
claim 23 under 35 U . S.C. 103 for technical reasons. That is,
for reasons, infra, we nmake a new ground of rejection of claim
23 under 35 U . S.C. 112, second paragraph (as well as under the
first paragraph) and, as such, we will not speculate as to the
nmeaning of claimlimtations in order to apply prior art. 1In

re Steele, supra.

15
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NEW GROUNDS OF REJECTI ON | N ACCORDANCE W TH 37 CFR 1.196(b)

Caim23 is rejected under 35 U.S.C 112, first and
second par agraphs, as being based on an i nadequate witten
description and being indefinite, respectively.

First, with regard to the witten description, we find no
support in the disclosure, as originally filed, for the now
claimed limtation of the navigator enabling browsing anong
obj ects and rel ati onshi ps “i ndependent” of the database. This
limtati on was added by the anendnent of Cctober 27, 1994
(Paper No.3) but we find no indication that there is any
support in the original specification, including the origina
clainms, or in the drawings for such a limtation.

Wth regard to the rejection of claim 23 under the second
paragraph, it is unclear exactly what is intended by browsing
“i ndependent” of the database. W find no explanation in the
specification as to what is neant by “independent.” It is
uncl ear, for exanple, how the browsing of the instant clained
I nvention being “independent” of the database, differs from
the browsing function taught by the Burns reference, of
record.

CONCLUSI ON

16
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We have sustained the rejection of clains 12 through 22
under 35 U. S.C. 112, first and second paragraphs but we have
reversed the rejection of clainms 1 and 3 through 23 under 35
US C 103. In addition, we have entered new grounds of
rejection, in accordance with 37 CFR 1.196(b), rejecting claim
23 under 35 U.S.C. 112, first and second paragraphs.

Accordingly, the exami ner’s decision is affirmed-in-part.

In addition to affirmng the examner’s rejection of one
or nore clains, this decision contains a new ground of
rejection pursuant to 37 CFR 1.196(b) (anended effective Dec.

1, 1997, by final rule notice, 62 Fed. Reg. 53,131, 53, 197
(Cct. 10, 1997), 1203 Of. Gaz. Pat. & Trademark O fice 63,
122 (Cct. 21, 1997)). 37 CFR 1.196(b) provides, “A new ground
of rejection shall not be considered final for purposes of
judicial review”

Regarding any affirmed rejection, 37 CFR 1.197(b)
provi des:

(b) Appellant may file a single request for

rehearing within two nonths fromthe date of the

ori gi nal decision

37 CFR 1.196(b) also provides that the appellant, WTH N

TWO MONTHS FROM THE DATE OF THE DECI SI ON, nust exerci se one of

the following two options with respect to the new ground of

17
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rejection to avoid term nation of proceedings (37 CFR
1.197(c)) as to the rejected clains:
(1) Submit an appropriate anendnent of the

clainms so rejected or a showing of facts relating to

the clains so rejected, or both, and have the matter

reconsi dered by the exam ner, in which event the
application will be remanded to the exam ner.
(2) Request that the application be reheard

under 1.197(b) by the Board of Patent Appeals and

Interferences upon the same record.

Shoul d the appellant elect to prosecute further before
the Primary Exam ner pursuant to 37 CFR 1.196(b)(1), in order
to preserve the right to seek review under 35 U.S.C. 141 or
145 with respect to the affirned rejection, the effective date
of the affirmance is deferred until conclusion of the
prosecuti on before the exam ner unless, as a nere incident to
the limted prosecution, the affirmed rejection i s overcone.

If the appellant el ects prosecution before the exam ner
and this does not result in allowance of the application,
abandonnent or a second appeal, this case should be returned
to the Board of Patent Appeals and Interferences for fina

action on the affirmed rejection, including any tinmely request

for rehearing thereof.
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No tinme period for taking any subsequent action in

connection with this appeal may be extended under 37 CFR

1.136(a).

AFFI RVED- | N- PART

37 CFR 1. 196(b)

KENNETH W HAI RSTON
Adm ni strative Patent Judge

ERRCL A. KRASS
Adm ni strative Patent Judge

LEE E. BARRETT
Adm ni strative Patent Judge
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L. Joy Giebenow, Esq.

Texas Instrunents | ncorporated
P. O Box 655474, M'S 219

Dal | as, TX 75265

21



